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L REAL PARTY IN INTEREST (37 C.FJL § 41.37(C)C^)(Q) 1 

IL RELATED APPEALS AND XNTERPERENCES (37 CFJt § «137(C:)(1)(II)) 1 

m STATUS OF CLAIMS (37 CF.R. § 4137(C) (1)(III)) . 1 

A. Total Number of Claims in Application 1 

B. Status of All the Claims 1 

C. Claims on Appeal ^ 1 

IV. STATUS OF AMENDMENTS (37 CFJR. § 4a37(C)(l)(IV)) 2 

V. SUMMAKY OF THE CLAIMED SUBJECT MATTER (37 C.F.R.§ 

VI. GROUNDS OF REJECHON TO BE REVIEWED ON APPEAL (37 CF.R. § 

4137(C)(1)CVI)) 5 

Vn. ARGUMENT (37 CF.R. § 41.37(C)(1)(VII)) 5 

A. CLAIMS 1 1-19 ARE ALLOWABLE OVER THE ASSERTED COMBINATION OF 
TVERSKOY AND ALEXIS 5 

B. CLAIMS 1-4 AND 6-10 ARE ALLOWABLE OVER THE ASSERTED 
COMBINATION OF TVERSKOY AND ALEXIS 7 

C. CLAIMS 21-27 ARE ALLOWABLE OVER THE ASSERTED COMBINATION OF 
TVERSKOY AND ALEXIS 1 1 

D. CLAIMS 29 AND 30 ARE ALLOWABLE OVER THE ASSERIED COMBINATION 
OF TVERSKOY AND ALEXIS 15 

VUL CLAIMS APPENDDC (37 eF.R.§41.37(Q(l)(Vm)) 20 

DC EVIDENCE APPENDIX (37 CJF.R. § 41,37(C)(1)(IX)) 25 

X RELATED PROCEEDINGS APPENDIX (37 CF,R. § 41.37(C)(l)pg) 25 

XL CONCLUSION 25 
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L HEAL PARTY IN INTEREST (37 CFJR. § 41.37(c)(1)®) 

Hxe Real Par^ in Interest in tibe present Appeal is SBC Knowledge Ventures, 
L<P», the assignee, of pat^t aj^Iication no. 10/714^SS, as evidenced by tiie assigDment 
set forth at Reel 14493^ Frame 0872. 

n. RELATED APPEALS AND INTERFERENCES (37 C.F.R. § 41-37(c)(l)(ii» 
With respect to other appeals or interferences that will directly affect or be 
directly affected by, or that ivill have a bearing on the Board's decision in this appeal;, 
AppeUant is not a^vare of any such appeals or int^erences. 

IIL STATUS OP CLAIMS (37 CJF.R. § 4137(c)(l)(iii)) 

A* Total Number of Claims in Application 

There are 27 claims pending in the application (claims I-4» 6-19^ 21-27, 29 and 
30). 

B. Status of All the Claims 

Claims 1,11, 2I5 and 29 are independent claims. According to paragraphs 5 and 
6 of the Office Actioii dated Jaauary 1 1^ 2006, the Examiner states that Claims 1- 
4^ 6-19, 21-27, 29 and 30 stand rejected, and are h^eby appealed. The claims do 
not stand or fall together. Claims 5, 20^ and 28 were canceled without prejudice 
or disclaims in liie Amendment filed October 19, 2005< 

C« Claims on Appeal 

ThCTe are 27 claims on appeal (claims 1-4, 6-19, 21-27, 29 and 30). 
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IV. STATUS OF AMENDME^r^S (37 § 4l.37(c)(l)(iv)) 

Tbje claims hereby Appealed are based on the Amendment filed October 19, 2005, 
No amendment was offered or enteied aft^ the Final Office Action. 

V. SUMMARY OF THE CLAIMED SUBJECT MATTER (37 C-F-R- § 4137{c)(l)(v)) 

The subject matter of Claim 1 can be summarized as follows: 

A messaging method includes receiving an indication of a call from a calling 
party to a called party, where the call is a Voice over latemet Protocol call. The call is 
answered at a premises of the called party, the calling party is prompted to leave a 
message, and at least a portion of the message is saved as an audio file. The method also 
includes recognizing that the calling party left the message^ An oirtgoing message is 
prepared in response to recogciizing that the calling party left the message and the audio 
file is attached to the outgoing message. Hie outgoing message is addressed to a network 
node associated with a unified messaging mailbox of the called party. Sending of the 
message and the aiidio file fiom the pr^nises to the network node is initiated. 

Claim 1 finds support, for example, from at least FIGS. 4 and 5 and page 4 
paragraph 0009, page 5 paragraph 0012 through paragraph 0015, page 5 paragraph 0016 
through page 7 paragr^h 0021, page 9 paragraph 0029, page 9 paragraph 0030 through 
page 12 paragrsqjh 0037, and page 12 paragraph 0038 throng page 13, paragraph 0040 
of the specification- 
Hie subject matter of Claim 1 1 can be suromarized as follows: 

A messaging system includes a housing component at least partially defining an 
enclosure, a networic interface, a call awareness trigger, a call answering mechanism, a 
memory, a messaging engine, and a Voice over Internet Protocol engine- The call 
awareness trigger is operable to form at least a portion of a communication link between 
a remote node of a network and a component located within the enclosixre. The call 
awareness tagger is communicatively coiipled to the network interface and operable to 
recognize a signal indicating an incoming call from a calling party. The call answering 
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mechacdsm is operable to answer the incoming call and to prompt the calling party to 
leave a message. The memory is operable to store an audio file representing the message. 
The messaging engine is operable to compose an outgoing message^ to attach the audio 
file to the outgoing message, and to initiate communication of the outgoing message to a 
remote messagmg server. The Voice over Internet Protocol engine is communicatively 
coupled to the network interface. 

Claim 1 1 finds support, for example, fiom at least FIGS« 4 and 5 and page 4 
paragr£^h 0009^ page 5 paragraph 0012 through paragraph 001 5^ page S paragraph 0016 
through page 7 paragraph 0021, page 9 paragraph 0029» page 9 paragraph 0030 through 
page 12 paragraph 0037, and page 12 paragr^h 0038 trough page 13, paragr^h 0040 
of the specdfication. 

The subject matter of Claim 21 can be summarized as follows: 

A method of l&dGlitafing unified messaging includes communicatively coupling a 
messaging device to a premises network communicatively coupled to a wide-area 
communication network. A telephone station at die premises is communicadvely 
coupled to the messaging device. A contputer is communicadvely coupled to the 
messaging device. The messaging device is employed to answer an incoming telephone 
call fiom a oalliTis party, to play a pre-recorded message that prompts the calling party to 
leave a message, to record a voice message fiom the calling party, to compose an 
electronic mail message in response to the voice message, to attach an audio file 
representing the voice message to the electronic mail message, and to initiate sending of 
the electronic mail message via the wide-area communication network, where the 
incoming telephone call is a Voice over Intemet Protocol call. 

Claim 21 finds support, for example, from at least FIGS- 4 and 5 and page 4 
paragraph 0009, page 5 paragraph 0012 through paragraph 0015, page 5 paragraph 0016 
through page 7 paragraph 0021, page 9 paragraph 0029, page 9 paragraph 0030 tiirough 
page 12 paragraph 0037, and page 12 paragraph 003S through page 13, paragr^h 0040 
of the specificatioiL 
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The subject matter of Claim 29 can be suzmnaxized as foUows: 

A computer-readable medium includes compxxter-ieadable data to answ^ an 
incoming telephone call from a calling party, to play a pre-recorded message that prompts 
the calling party to leave a message, to record a voice message from the calling party, to 
compose an electronic mail message in response to the voice message, to attach an audio 
file representing the voice message to the electxomc mail message, and to initiate sending 
of the electronic mail message; where the incoming telephone call comprises a Voice 
over Internet Protocol call. 

Claim 29 finds support, for example, from at least FIGS. 4 and 5 and page 4 
paragraph 0009, page 5 paragr^h 0012 through paragraph 0015, page 5 paragraph 0016 
through page 7 paragraph 0021, page 9 paragraph 0029, page 9 paragraph 0030 through 
page 12 paragraph 0037, and page 12 paragraph 0038 through page 13, paragraph 0040 
of the specification. 
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VI, GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL (37 C.RR* § 
41J7(c)(l)(vi)) 

Claims 1-4, 6-19, 21-27, 29 and 30 are rejected under 35 U.S.C 103(a) as being 
unpatentable over U.S. Patent No. 6^41,160 C'Tversko/') in view of U.S. Patent 
Publication No, 2004/0072544 ("Alexis^O- 

Vn. ARGUMENT (37 CRR. § 41-37(c)(l)(vii)) 

Appellant respectfully appeals each of the rejections applied against all claims 
now pending on appeal. The independ^ claims do not stand or fall together. 

A, CLAIMS 11-19 ARE ALLOWABLE OVER THE ASSERTED 
COMBINATION OF TVERSKOY AND ALEXIS 

Ajipellant traverses the refection of claims 1 1-19 under 35 U.S.C. §103(a) over the 
asserted combination of U.S. Patent No. 6,341,160 ('Tverskoy) and U.S. Patent Publication No. 
2004/0072544 C*Alexis*0 at page 3, paragraph 5 of the Final Office Action. 

The regection of claim 1 1 (at pages 5-6, paragraph 5 of the Final Office Action) is based 
on language not recited by claim 1 L Claim 1 1 does not recite ^Vherein the call comprises a 
VoIP call," as asserted in the Final Office Action. See Final Office Action, p. 6, paragraph 5. 
lastead, claim 1 1 recites a messaging system including a Voice over Intemet Protocol eij^ne 
commimicatively coupled to the network interface. Tverskoy simply fails to disclose or suggest 
this feature. 

The Final Office Action asserts that Alexis discloses a Voice over Internet Protocol 
(VoIP) call. See Final Office Action, p. 6, paragraph 5. However, the Final Office Action 
acknowledges that combining a VoIP feature with the answering machine of Tverskoy would not 
be obvious in light of Alexis. See Final Office Action^ p. 10, paragraph 6. Specifically, the Final 
Office Action states: 

the Examiner agrees that combing [sic] a VoIP feature to the answering machine fof 
Tverskoy] would not have been obvious in hght of Alexis ... 

See Final Office Action^ p. 10, paragraph 6, lines 4-5 (emphasis added). 
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In light of tlie admission in the Final Office Action, at page 10, that the asserted 
combinatioa would not have been obvious^ the Final Office Action fails to establish a prima facie 
case of obviousness. Accordingly, the rejection of claim 1 1 is improper and should be 
withdrawn. 

Moreover, the cited references (TvMskoy and Alexis) fail to disclose or suggest a 
motivation to modify the answering machine of Tverskoy to include a Voice over Intemet 
Protocol (VoIP) feature. Tverskoy discloses an answering machine (See Tverskoy, Abstract), but 
fails to disclose or suggest VoIP calls. Alexis discloses a real-time commimication system (See 
Alexis^ Abstract), but fails to disclose or suggest a basis for combining the real-ttme 
communication system with the answering machine of Tverskoy. Moreover, the real-time 
communication system of Alexis fails to disclose or suggest an answering machine feature, 
suggesting instead that if the called party does not answer, the calling party hangs up and the 
communication device is placed in an on-hook state. See Alexis, p. 4, paragraph 0040. 
Accordingly, the cited references fail to provide any suggestion or motivation to make the 
asserted combination. 

Additionally, the answering machine of Tverskoy is technically inconsistent with the 
real-time communication system of Alexis, The answering machine of Tverskoy allows a user to 
retrieve a message at a later time ("the user may access his or her email account 31 at [Intemet 
Service Provide] ISP 30 at any time from personal computer 32 to check for new messages/' 
See Tverskoy, coL 5, lines 41-43.)- This time-diifting aspect of the answering machine of 
Tverskoy would be thwarted by the real-time communication system of Alexis. In particular, the 
real-time communication system of Alexis requires both the calling party and the called party to 
be available at the time of tiie call. See Alexis, p. 2, paragraph 30. Alexis discloses: 

If the called party answers, communication such as conversation may begin- If the called 
party does not answer, the calling party hangs up and communication device 102 is then 
in an on-hook state. 

See Alexis, p. 4, paragraph 0040. 
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By contrast, TvCTskoy records mi sends a voicemail to the user, precisely because the 
user is not available to answer a call. The cited references fail to provide a suggestion or 
motivation to make the asserted combination. Therefore, the asserted combination of the real 
time communication system of Alexis with the answering machine of Tverskoy is an 
impemiissible hindsight reconstmction based on the present application. Accordingly, the 
Examiner has &iled to meet his burden or provide any basis to siipport a prima facie case of 
obviousness- 

Thus, the asserted combination of Tverskoy and Alexis is not obvious, is not motivated 
by any suggestion contained within the reference, reqiiires modification of the Tverskoy device 
in a way that is not suggested or taught by the references, and requires ignoring technical 
inconsistencies that would not inspire a woricer skilled in the art to make the asserted 
combination. Accordingly, the asserted combination is improper. Moreover^ in light of the 
acknowledgment in the Final OiSice Action that modifying the answering machine of Tverskoy 
to include a VoIP feature would not have been obvious in light of Alexis (See Final Office 
Action, p- 10, paragraph 6, lines 4-5), the Final Office Action fails to establi^ a prima fecie case 
of obviousness with respect to claim 1 1 based on the asserted combination of Tveiskoy and 
Alexis. Accordingly, the rejection of claim 1 1 over the asserted combination of Tverskoy and 
Alexis is improper^ and should be withdrawn. 

Claim 11 is allowable over the asserted combination of Tverskoy and Alexis, and claims 
12-19 are allowable over the asserted combination of Tverskoy and Alexis, at least by virtue of 
their dependency from allowable claim 1 1. Accordixjgly, the rejection of claims 1 1-19 is 
improper and should be withdrawn. Reconsideration and notice to that effect is requested, 

B- CXAIMS 1-4 AND 6-10 ARE ALLOWABLE OVER THE ASSERTED 
COMBINATION OF TVERSKOY AND ALEXIS 

Appellant tmverses the rgection of claims 1-4 and 6-10 under 35 U.S-C. §103(a) over the 
asserted combination of U.S. Patent No. 6,341,160 C*Tverskoy**) and U.S. Patent Publication No. 
2004/0072544 ("Alexis**) at page 3, paragraph 5 of the Final Office Action. 
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To establish d^prtma facie case of obviousness, three basic criteria must be met First, 
there must be some suggestion or motivatiot^ either in the references themselves or in the 
knowledge generally available to one of ordinaiy skill in the art, to modify the reference or to 
combine reference teachings. Second^ there must be a reasonable expectation of success. 
Finally, the prior art reference (or reference when combined) must teach or suggest all of the 
claim limitations. MP.^'.P. §2143. Additionally, the teaching or suggestion to make the 
claimed combination and the reasonable expectation of success must both be found in the prior 
art, not in applicant's disclosure. In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). 

The Final Office Action acknowledges that combining a VoIP feature of Alexis with the 
answering machine of IVerskoy would not have been obvious in light of Al^s. See Final 
Office Action:, p, 10, paragraph 6. However, the Final OfSce Action states that the VoIP call is 
from a calling party and therefore it is the calling party's device that has the VoIP feature. See 
Final Office Action^ p. 10> paragraph 6. 

However, Appellant notes that the answering machine of Tverskoy is not equipped to 
receive VoIP calls. Tverskoy discloses that the answering machine is capable of transmitting 
and receiving infomiation over a plain old telephone service (POTS) line or an Integrated 
Services Digital Network (ISDN) line. See Tverskoy ^coL 2, ]in^^23-3S, Tverskoy discloses that 
the answering machine may call an Internet service provider (ISP) via the public switched 
telephone network to access the user*s email account. See Tverskoy, col, 2, lines 39-47. 
However, Tverskoy fails to disclose or suggest an answering machine that is capable of 
answering a V oIP call. The Final Office Action asserts: 

The answering machine of Tverskoy in [sic] not modified in any way with the VoIP 
feature. Since it is well known in the art to use VoIP to initiate calls as taught by Alexis 
then the Examiner believes that it would have been obvious to allow the call^ of 
Tverskoy to initiate a call xising VoIP to call the called party of Tverskoy— 

See Final Office Action, p.. 10, paragraph 6 (emphasis added). 

The assertion of the Final Office Action is contrary to fhe language of the claims. Claim 
1 recites a messaging method that includes receiving an indication of a call from a calling party 
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to a called party and answering the call at a premises of the called party, where tiie call 
comprises a Voice over Internet Protocol call. Appellant notes that claim 1 is directed to 
answering a VoIP call Whedier or not a caller may initiate a VoIP call is irrelevant to whether 
the answering machine of Tverskoy can answer a VoIP call. Further, the answeiiag machine of 
Tverskoy is noLequipped to send or receive VoIP calls. 

Contrary to the assertion in the Final Office Action tibat the answering machine of 
Tverskoy is not modified in any way, the asserted combination requires combining a VoIP 
feature to the answering machine of Tverskoy, which the Final OfiRce Action acknowledges 
would not have been obvious in light of Alexis. See Final Office Action, p. 1 0, paragraph 6, 
lines 4-5, Thus, the asserted combination of Tverskoy and Alexis would not have been obvious 
in light of the disclosures of Tver^oy and Alexis, and the rejection of independent claim 1 over 
the asserted combination of Tverskoy and Alexis is improper and should be withdrawn. 

Moreover, Tverskoy is directed to an answering machine to store a voice message from a 
caller and to transmit messages to a remotely accessible user account See Tverskoy^ Abstract. 
Tverskoy discloses that the answering machine includes a control system to call an Intemet 
service provider (LSP) of the user, to transmit a user name and password to the ISP, and to 
generate an email message associated with a voice message, including an attachment containing 
a digital representation of the voice message. See Tverskoy, coL 3, linel3-31, col. 4, line 15-31, 
col. 4, line 19-21, and coL 4 line 62- coL 5, line 4. However, the Final Office Action 
acknowledges that Tverskoy does not teach that the call comprises a Voice over Internet Protocol 
(VoIP) calL See Final Office Action, p, 3, paragraph 5. 

By contrast, Alexis is directed to a communication device for hosting land-line, wireless 
and Internet telqphone calls. See Alexis, Abstract Alexis discloses a commimication system 100 
that allows a user to place a caU over a public switched telephone network or over a wireless 
communication network by entering a predetermined code {See Alexis^ p. 3, paragraph 0032) or 
based on an automatic determination by the interface circuitry (See Alexis, p. 3, paragraph 0033). 
Alexis discloses interface ciicmtry that comiects the communication device for a public switched 
telephone network call or for a wireless network call in response to the input of a predetermined 
code before or after the user enters a telqphone number. See Alexis, p. 4, paragraph 0041 . Alexis 
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states that a user may place three types of calls: a landline (public switched telephone netwoifc) 
call, a wireless network call, and a Voice over Internet Protocol call. See Alexis, p. 6, paragraphs 
0049 and 0051. 

While Ale^ds discloses interface cuTCuitiy to transmit and receive Voice over Internet 
Protocol (V oIP) calls, Alexis is directed to an entirely different problem than Tverskoy, namely 
real-time communications (Alexis) as compared to answering machine message access 
(Tverskoy), Alexis is directed to facilitating two way real-time communications between the 
user and a caller over a public switched telephone network, over wireless communications 
networks, and via the Internet See Alexis, Abstract, p. 1, paragraphs 0004 and 0007, p. 2, 
paragraph 0030, p. 4, paragraph 0041, p. 6, paragraphs 0049-0051, and p. 15, paragraph 0165, 
for example, Alexis discloses that either the called party answers or the calling party hangs up. 
See Alexis^ p. 4, paragraph 0040. By contrast, Tverskoy is directed to providing user access to 
voice mail messages. See T)ferskoy, Abstract, col. 1, lines 6-9, coL 3 line 47 through coL 5, line 

Neither Tverskoy nor Alexis provide any motivation to make the asserted combination. 
Tv^koy fails to disclose or suggest VoIP calls. Alexis fails to disclose or suggest a motivation 
to modify the answering machine of Tverskoy. Accordingly, the cited references fail to provide 
any suggestion or motivation to make the asserted combination. 

Additionally^ the answering machine of Tverskoy is technically inconsistent with the 
real-time communication system of Alexis. A person of ordinaiy skill in the art would not be 
motivated to look to the real-time commxmications system of Al^s to modify the answering 
machine of Tverskoy. The answering machine of Tv^skoy allows a usct to retrieve a message 
at a later time. This time-shiiling aspect of the answering machine of Tverskoy would be 
thwarted by the real-time communication system of Alexis. In particular, the real-time 
communication system of Alexis requires both the calling party and the called party to be 
available at the time of the transmission. By contrast, Tverskoy records and sends a voicemail to 
the user, precisely because the user is not available to answer a call at that moment 
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Tlie Final OfiBce Action asserts that it would have been obvious to one of ordbary skill in 
the art at the time the invention was made to modify the answering machine of Tverskoy by 
providing Voice over Internet Protocol (VoIP) calls as taught by Alexis ^so that the cost for the 
call can be lowered when compared with conventional telephone calls," See Final Office Action, 
p. 4, paragraph 5. However, Appellant notes that Tverskoy is directed to an answering machine, 
and the cost of the call woxild largely be irrelevant to the answering machine of Tverskoy^ since a 
called party would not be concerned with the cost of the received call The suggested motivation 
provided by the Final Office Action does not provide a reasonable basis for modifying the 
answering machine of Tverskoy- 

The cited references fail to provide a si^gestion or motivation to make the asserted 
combination. Further^ Tverskoy and Alexis are technically inconsistent Thus, the asserted 
combination of the real-time communication system of Alexis with the answering madbdne of 
Tverskoy is an inopermissible hindsight reconstraction based on the disclosure of present 
applicaliQiL Therefore, the Examiner has feiled to meet his burden or to provide any basis to 
support a prima facie case of obviousness, and the rgection of claim 1 over the asserted 
combination of Tverskoy and Alexis should be withdrawn. Reconsideration ajoid notice to that 
effect is requested. 

Claim 1 is allowable over the asserted combination of Tverskoy and Alexis, Therefore^ 
claims 2-4 and 6-10 are allowable, at least by virtue of their dependency fiom allowable claim I. 

C- CLAIMS 21-27 ABE ALLOWABLE OVER THE ASSERTED 
COMBINATION OF TVERSKOY AND AUEXIS 

Appellant traverses the rejection of claims 21-27 under 35 U.S.C, §103(a) over the 
asserted combiaation of U.S. Patent No. 6,341,160 CTTverskoy") and U.S. Patent Publication No. 
2004/0072544 ("Alexis") at page 3. paragraph 5 of the Final Office Action. 

To establish a prima facie case of obviousn^s, three basic criteria must be met. First, 
there must be some suggestion or motivation, ^ther in the references themselves or in tiie 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
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Finally, the prior art reference (or references when combined) must teach or suggest all of the 
claim lixnitations. M.P.E.P. §2143. Additionally, the teaching or suggestion to make the 
claimed combination and the reasonable expectation of success must both be foimd in the prior 
art, not in applicant's disclosure. In re Vaeck, 947 F^d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). 

The Final Office Action acknowledges that combining a VoIP feature to the answering 
machine would not have be«i obvious in ligjit of Alexis. S^e Final Office Action^ p. 10, 
paragraph 6. However, the Final Office Action states that the VoIP call is from a calling party 
and therefore it is the calling party's device that has the VoIP feature. See Final Office Action^ p. 
10, paragraph 6. Howcvct, Appellant notes that the answering machine of Tverskoy is not 
equipped to receive VoIP calls. Tverskoy discloses that the answering machine is capable of 
transmitting and receiving inforaiation over a plain old telephone service (POTS) line or an 
Integrated Services Digital Network (ISDN) line. iS^e Tver^toy, col 2, lines 23-38- Tverskoy 
discloses that the answering machine may call an Internet service provider (ISP) via the public 
switched telephone network to access the user's email account. See Tverskoy^ col. 2, lines 39-47. 
However, Tverskoy fails to disclose or suggest an answering machine that is caqjable of 
answerinfe VoIP calls. The Final Office Action asserts: 

The answering machine of Tverskoy in [sic] not modified in any way with the VoIP 
feature. Since it is well known in the art to use VoIP to initiate caUs as taught by Alexis 
then the Examiner believes that it would have been obvious to allow the caller of 
Tverskoy to initiate a call using VoIP to call the called party of Tverskoy... 

See Final Office Action^ p. 10, paragraph 6 (emphasis added). 

Claim 21 recites a method of facilitating unified messaging that includes CTaploying a 
messaging device to answer an incoming telephone call from a caUing party^ where the call 
comprises a Voice over Internet Protocol call. Appellant notes that claim 21 is directed to 
answering a VoIP call. Whether or not a caller may initiate a VoIP call is irrelevant to whether 
the answering machine of Tverekoy can answer a VoIP call. The answ«ing machine of 
Tverskoy is not.equipped to send or receive VoIP calls. 

Contrary to the assertion in the Final Office Action that the answering machine of 
Tverskoy is not modified in any way, the asserted combination requires combining a VoIP 
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feature to the answering machine of Tverskoy, which the Final Office Action acknowledges 
would not have been obvious in li^t of Alexis. See Final Office Action^ p. 1 0, paragraph 6, 
lines 4-5, Thus, the asserted combination of Tverskoy and Alexis would not have been obvious 
in light of the disclosures of Tverskoy and Alexis, and the rejection of independent claim 21 over 
the asserted combination of Tverskoy and Alexis is improper and should be withdrawn. 

Moreover, Tverskoy is directed to an answering machine to store a voice message from a 
caller and to transmit messages to a remotely accessible user account. See Tverskoy^ Abstract 
Tverskoy discloses that the answering machine includes a cootrol system to call an Internet 
service provider (ISP) of the xjser, to transmit a user name and password to the ISP, and to 
generate an em^l message associated with a voice message, including an attachment containing 
a digital representation of the voice message. See Tverskoy^ coL 3, linel3-31, coL 4, line 15-31, 
coL 4, line 19-21, and coL 4 line 62- col- 5, line 4. However, the Final Office Action 
acknowledges that Tverskoy does not teach that the call comprises a Voice over Internet Protocol 
(VoIP) call. See Final OjS^ce Action, p. 3, psr^e^ph 5. 

By contrast, Alexis is directed to a communication device for hostmg land-line, wireless 
and Internet telephone calls. See Alexis, Ahstr^t. Alexis discloses a eoCDxnumoation system 100 
that allows a user to place a call over a public switched telephone network or over a wireless 
communication network by entering a predetem^ed code (See Alexis, p. 3, paragraph 0032) or 
based on an automatic detennination by the inter&ce circuitry (See Alexis, p. 3, paragraph 0033)^ 
Alexis discloses ioter&ce circuitry that connects the coimnunication device for a public switched 
telqdione network call or for a wireless network call in response to fho input of a predefiea^mned 
code before or after the user enters a telephone number. See Alexis, p. 4, paragraph 0041 . Alexis 
states fliat a user may place three types of calls: a landline (public switdbied telephone network) 
call, a wireless network call, and a Voice ovct Internet Protocol call, See Alexis, p. 6, paragraphs 
0049 and 0051. 

While Alexis discloses interfece circuitry to transmit and receive Voice over loitemet 
Protocol (Voff) calls, Alexis is directed to an entirely different problem than Tverskoy, namely 
real-time commtuucations (Alexis) versus voice-xz]iail message access (Tverskoy). Alexis is 
directed to facilitating two way real-time communications between the user and a caller over a 
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public switched telq)hone network, over \vireless communications networks, and via the 
Internet See Alexis, Abstract, p. 1, paragraphs 0004 and 0007, p. 2, paragraph 0030, p, 4, 
paragraph 0041, p. 6, paragraphs 0049-0051, and p. 15, para^aph 0165, for example. By 
contrast, Tverskoy is directed to providing user access to voice mail messages. See Tverskoy^ 
Abstract, col. 1, lines 6-9, col. 3 line 47 through col. 5, line 13, 

Neither Tverskoy nor Alexis provide any motivation to make the asserted combination* 
Tverskoy fails to disclose or suggest VoIP calls. The real-time coxrannmcation system of Alexis 
feils to disclose any type of voice messages, except in the context of instant messages. 
Accordingly, the cited references fail to provide any su^estion or motivation to make the 
asserted combination. 

Additionally, the answering machine of Tverskoy is technically inconsistent with the 
real-time communication system of Alexis. A person of ordinary skill in the art would not be 
motivated to look to the real-time communications system of Alexis to modify the answering 
machine of Tverskoy. The answering machine of Tverskoy allows a user to retrieve a message 
at a later time. This time-shifting aspect of the answering machine of Tverskoy would be 
thwarted by the real-time communication system of Alexis. In particular^ the real-time 
communication ^rstem of Alexis requires holh the calling party and&e called party to be 
available at the time of the transmissiorL By contrast, Tverskoy records and sends a voicemail to 
the user, precisely because the user is not available to answer a call at ^t moment 

The Final Office Action asserts ^t it would have been obvious to one of ordinary skill in 
the art at tl^ time the invention "was made to modify the answering machine of Tv^skoy by 
providing Voice over Internet Protocol (VoIP) calls as taught by Alexis "^so that the cost for tije 
call can be lowered when compared with conventional telephone calls." See Final Office Action^ 
p. 4, paragraph 5. However, Appellant notes thai Tverskoy is directed to an answering machine, 
and the cost of the call would largely be irrelevant to the answering machine of Tverskoy> since a 
called par^ would not be concerned witii the cost of the received call. The su^ested motivation 
provided by the Final Office Action does not provide a reasonable basis for modifying the 
answering machine of Tverskoy. 
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The cited references fail to provide a suggestion or motivation to make the asserted 
combination- Further, Tverskoy and Alexis are technically inconsistent. Thus, the asserted 
combmation of ttie real-time commumcation system of AJexis with the answering machine of 
Tverskoy is an impermissible hindsight reconstruction based on the disclosure of present 
application. Therefore, the Examiner has failed to meet his burden or to provide any basis to 
support a prima facie case of obviousness, and the rejection of claims 21-27 over the asserted 
combination of Tverskoy and Alexis should be withdrawn. Reconsideration and notice to that 
effect is requested. 

Claim 21 is allowable over the asserted combination of Tverskoy and Alexis. Therefore, 
claims 22-27 are allowable, at least by virtue of their dependency &om allowable claim 21 . 

D. CLAIMS 29 AND 30 ARE ALLOWABLE OVER THE ASSERTED 
COMBINATION OF TVERSKOY AND ALEXIS 

Appellant traverses the rejection of claims 29 and 30 under 35 U.S.C. §l03(a) over the 
asserted combination of U.S. Patent No, 6,341,160 ("Tverskoy") and U.S, Patent Publication No. 
2004/0072544 C^Alexis'') at page 3, paragraph 5 of the Final Office Action. 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art ref^ence (or references when combined) must teach or suggest all of the 
claim limitations. MP.^.P. §2143. Additionally, the teaching or suggestion to make the 
claimed combination and the reasonable expectation of success must both be foxmd in the prior 
art, not in applicant's disclosure. In re Vaecky 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991), 

The Final Office Action acknowledges that combining a VoIP feature to the answering 
machine would not have been obvious in ligjit of Alexis. See Final Office Action, p. 10, 
paragraph 6. However, the Final Office Action states that the VoIP call is from a calling party 
and therefore it is the calling party's device that has the VoIP feature. See Final Office Action, p. 
10, paragraph 6, However, Appellant notes that the answering machine of Tverskoy is not 
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eqmppcd to receive VoIP calls. Tverskoy discloses that the aixswering machine is capable of 
transmitting and receiving information ovea: a plain old telephone service (POTS) line or an 
Integrated Services Digital Network (ISDN) line. See Tverskoy^ coL 2, lines 23-38. Tverskoy 
discloses that the answ^dng machine may call an Internet service provider (ISP) via the public 
switched telephone network to access the user*s email account. See Tverskoy, col. 2, lines 39-47, 
However, Tverskoy fails to disclose or suggest an answering machine that is capable of 
answering VoIP calls. The Final Office Action asserts: 

The answering machine of Tverskoy in [sic] not modified in any way with the VoIP 
feature. Since it is well known in the art to use VoIP to initiate calls as taught by Alexis 
then the Examiner believes that it would have been obvious to allow the caUer of 
Tverskoy to initiate a call using VoIP to call the called party of Tverskoy... 

See Final Office Action, p. 10, paragraph 6 (emphasis added). 

Claim 29 recites a computer readable medium having computer readable data to answer 
an incoming telephone call tcom a calling party^ where the incoming telephone call is a Voice 
over Internet Protocol call. Appellant notes that claim 29 is directed to answering a VoIP call. 
Whetibier or not a caller may initiate a VoIP call is irrelevant to whether the answering machine 
of Tverskoy can answer a VoIP call. The answering machine of Tverskoy is not e quipped to 
send or receive VoIP calls. 

Contrary to the assertion in the Final Office Action that the answering machine of 
Tverskoy is not modified in anyway, the assoted combination requires combining a VoIP 
feature to the answering machine of Tverskoy^ which the Final Office Action acknowledges 
would QQt have been obvious in light of Alexis. See Final Office Action, p. 10» paragraph 6> 
lines 4-5. Thus» the asserted combination of Tverskoy and Alexis would not have been obvious 
in light of the disclosures of Tverskoy and Alexis, and the rejection of independent claim 21 over 
the asserted combination of Tverskoy and Alexis is improper and should be withdrawn. 

Moreover, Tverskoy is directed to an answering machine to store a voice message firom a 
caller and to transmit messages to a remotely accessible user account. See Tverskoy, Abstract. 
Tverskoy discloses that the answering machine includes a control system to call an Internet 
service provider (ISP) of the user, to transmit a user name and password to the ISP, and to 
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generate an email message associated with a voice message, including an attaxdbanent containing 
a digital rqpresentation of the voice message- See Tverskoy, col. 3, linel3-31, coL 4, line 15-31, 
col. 4, line 19-21, and coL 4 line 62- col. 5, line 4. However, tite Final OflSce Action 
acknowledges tbat Tverskoy does not teach that the call comprises a Voice over Internet Protocol 
(VoIP) call. See Final Office Action^ p, 3, paragraph 5. 

By contrast, Alexis is directed to a commimication device for hosting land-line, wireless 
and Internet telephone calls. See Alexis^ Abstract Alexis discloses a communication system 100 
that allows a user to place a call over a public switched telephone netwoxk or over a wireless 
communication network by entering a predetermined code {See Alexis, p* 3, paragraph 0032) or 
based on an automatic determination by the interface circuitry {SeeAlexiSy p. 3, paragraph 0033), 
Alexis discloses interface circuitry that connects the commnnicaiion device for a public switched 
telephone network call or for a wireless network call in response to the input of a predetermined 
code before or after the user enters a telephone number. See Alexis^ p. 4, paragraph 0041. Alexis 
states that a user may place three types of calls: a landline (public switched tel^one network) 
call, a wireless network call, and a Voice over Intemet Protocol call. See Alexis, p. 6, paragraphs 
0049 and 0051. 

While Alexis discloses inted&ce circuitry to transmit and receive Voice over Intemet 
Protocol (VoIP) calls, Alexis is directed to an eatiiely diflfeient problaoa than Tverskoy, namely 
real-time communications (Alexis) versus voice^mail xxiessage access (Tverskoy). Alexis is 
directed to facilitating two way real-tune comminucations between ttie user and a caller over a 
public switched telephone network, over wireless communications networks, and via the 
Intemet See Alexis, Abstract, p. 1, paragraphs 0004 and 0007, p. 2, paragi^h 0030, p. 4, 
paragraph 0041, p. 6, paragraphs 0049-0051, and p. 15, paragr^ 0165, for example. By 
contrast, Tverskoy is directed to providing user access to voice mail xuessages^ See Tverskoy^ 
Abstract, coL 1, lines 6-9, col. 3 line 47 through col 5, line 13« 

Neither Tverskoy nor Alesds provide any motivation to make the asserted combination. 
Tverskoy &ils to disclose or suggest VoIP calls. The real-time communication system of Alexis 
&ils to disclose any type of voice messages, except in the context of instant messages. 
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Accordingly, tlie cited references fail to provide any suggestion or motivation to make the 
asserted combination. 

Additionally^ the answering machine of Tvers35:oy is technically inconsisteixt with the 
real-time communication system of Alexis. A person of ordinary skill in the art would not be 
motivated to look to the real-time communications system of Alexis to modify the answering 
machine of Tverskoy. The answering machine of Tverskoy allows a user to retrieve a message 
at a later time. This time-shifting aspect of the answering machine of Tverskoy would be 
thwarted by the real-time coxomunication system of Alexis. In particular, the real-time 
communication system of Alexis requires both the calling party and the called party to be 
available at the time of the transmission. By contrast, Tverskoy records and sends a voicemail to 
the U5^, precisely because tiie usct is not available to answer a call at that moment 

The Final OfSce Action asserts that it "woxild have been obvious to one of ordinary skiU in 
tiie art at the time the invention was made to modify the answering machine of Tverskoy by 
providing Voice over Internet Protocol (VoIP) calls as taught by Alexis "so tha* ttie cost for tiie 
call can be lowered when compared with conventional telephone calls." 5!^^ FimI Office Action, 
p. 4, paragraph 5> However, Appellant notes that Tverskoy is directed to an answering miachine, 
and the cost of the call would largely be irrelevant to the answering machine of Tverskoy, since a 
called party would not be concerned with tiie cost of the received call. Tbe s:uggested motivation 
provided by the Final Office Action does not provide a reasonable basis for modifying tike 
answering mflchme of Tverskoy. 

The cited refeieaces &Q to provide a suggestion or motivation to make the asserted 
combinatiotL Further, Tv^cskoy and Alexis are technically inconsistent Thus, tiie asserted 
combination of the real-time commimication system of Alexis with tiie answering machine of 
Tverskoy is an impermissible hindsight reconstruction based on the disclosure of present 
plication. Therefore^tbeExaxruiier has failed to meet his burden or to provide m 
support a prima fade case of obviousness, and the rejection of claims 29 and 30 over the asserted 
comhination of Tverskoy and Alexis should be withdrawn. Reconsid^^on and notice to that 
effect is requested. 
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Claim 29 is allowable over the asserted combination of Tvcrskoy and Alexis. Therefore, 
claim 30 is allowable, at least by virtue of its dependency from allowable claim 29. 

For at least the foregomg reasons. Appellant respectfully submits that the present 
application is in condition for allowance and reconsideration and notice to that effect is 
respectfully requested. 
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VIIL CLAIMS APPENDIX (37 CFJR*§4137(c)(l)(vm)) 

The text of each claim involved in tibe appeal is as follows: 

1. (Previously Presented) A messaging method comprising: 

receiving an indication of a call from a calling party to a called party; 
answering the call at a premises of the called party; 
prompting the calling party to leave a message; 
saving at least a portion of the message as an audio file; 
recognizing that the calling party left the message; 

preparing an outgoing message in response to recognizing that the calling party 

left the message; 
attaching the audio file to the outgoing message; 

addressing the outgoing message to a network node associated with a unified 

messaging mailbox of &e called party; and 
initiating sending of the message and the audio file fiom the premises to the 

network node; 

wherein the call comprises a Voice over Internet Protocol call 

2. (Original) The method of claim 1, further comprising: 
discoimecting £rom the call; 

prompting a modem to dial a telephone number associated wifli an Internet Service 
Provider; 

recogni2ing that a connection exists wiA the Xntemet Service Provider; and 

outputting mformation representing the outgoing message for deliv^y via the connection. 

3. (Original) ITie method of claim 2, furfcer comprising outputtiiig a usejcname arid 
password to fbc Internet Service Provider to gain access to an account of the called party. 



IQSB-MSIOOS 



2D of 25 



aS.A|)fp.N6.: 10/714.585 



PA(X2«31'RCVDATSf31/2006 3:42:06 PM [Eastern D^^^^ 



MAY. 31. 2006 2:42PIVI TOLER SCHAFFER 



NO. 647 P. 27 



4. (OrigLoal) The method of claim 1, further compiismg: 
maiixtaining a notification list including at least one calling party; 

recei\dng identification infomiation associated with the call and identifying the calliag 
paitjr, and 

determining that the calling party is the at least one calling paxty, 

5. (Canceled). 

6. (Original) The method of claim 1, wherein tiiie outgoing message has a format 
selected from the group consisting of an electronic mail message fomiat, a mobile alert fonnat, 
an IM format, an SMS format, an EMS format, and an MMS format 

7. (Qrigmal) The method of claim 1, further coinprising utilizing a modem device to 
send the outgoing message, wherein the modem device is selected from the group consisting of a 
cable modem, a dial-up modern, a wixdess modem, a satellite modem, and an xDSL modem, 

8 . (Original) The method of claim 1 , further compiising: 
determining that a data connection exists; and 

utilizing the data connection to send the outgoing message. 

9. (Onginal) The method of claim 1, wherein the messages comprises a multi-modal 
message having an audio component and a non-audio component 

1 0. (Original) The method of claim 1 , further comprising converting the audio file into 
an uuencoded text format 

1 1 . (Previously Presented) A messaging system, comprising; 
a housing component at least partially defining an enclosure; 

a network interface operable to form at least a portion of a communication ti>V betvt^een a 
remote node of a network and a component located within the enclosure; 
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a caU awareness trigger communicatively coupled to the network interface and operable 

to recognize a signal indicating an incotmng call from a calling party; 
a call answering mechanism operable to answer the incoming call and to prompt the 

calling party to leave a message; 
a memory operable to store an audio file representing the message; 
a messaging engine operable to compose an outgoing message, to attach the audio file to 

the outgoing message, and to initiate communication of the outgoing message to a 

remote messaging server; and 
a Voice over Internet Protocol engine communicatively coupled to the network interface. 

12. (Original) The system of claim 1 1, whetein the call awareness trigger^ the call 
answering mechanism, the memory, and the messaging engine are located within the enclosure, 
further wherein the call awareness trigger recognizes a ring voltage signal- 

13. (Original) The system of claim 11, further compnsmg a computer having a housing 
comprising the housing component 

14. (Original) The system of claim 11, further comprising: 

a telephone station communicatively coupled to a jadk associatjed with the housing 

component; and 
a modem communicatively coupled to &e network int«cfece. 

15. (Original) The system of claim 1 1, furthCT comprising aprocessor located within the 
enclosure, the processor operable to execute instmctions to ejBFectuate the mess^ing engine. 

16. (Original) The system of claim 1 1, further comprising: 

a computer jack associated with the housing component, the completer jack opemble to 

intereonnect a computer with the component; and 
a processor located within the enclosure. 

17. (Original) The s>'stem of clahn 1 6, further comprising a computer readable medium 
having computer-readable data to allow the computer to store a usemame and password in the 
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memory, to indicate a messagiag address for an intended recipient of the outgoing message, and 
to mdicate an identifier for the x^ote messaging serv^. 

1 8. (Original) The system of claim 16, wberein flie computer jack comprises a umvarsal 
serial bus port 

1 9. (Original) The system of claim 1 1, further comprising a broadband modem 
communicatively coupled to tibie network interface, the broadband modem operable to support an 
always-on connection to a broader network. 

20. (Canceled). 

21. (Previously Presraited) A method of facilitating unified messaging, comprising: 
communicatively coupling a messaging device to a premises network conmiunicatively 

coupled to a wide-area communication network; 

communicatively coi?)ling a telephone station at the premises to the messagmg device; 

communicatively coi^ling a coniputer to the messaging device; 

employing the messaguig device to answer an incoming telephone call fixwa a calling 
party, to play a pre-recorded message tiiat prompts iSie calling party to leave a 
message, to record a voice message from the callmg party, to compose an 
electronic mail message in response to the voice m^sage, to attach an audio file 
repiesentnig the voice message to the electronic mail message, and to initiate 
sending of the electronic mail message via ibs wide-area commanicadon network; 
wherem the incoming telephone call comprises a Voice over Intemet Ptotocol calL 

22. (Original) The method of claim 21, further comprising executing code directing the 
computer to store a usemame and password in a memoiy associated with the messaging device, 
to indicate amessaging address for an inteaded recipietit of tiie electronic mail message, and to 
indicate an identifier for a remote messaging server communicatively coupled to the wide-area 
netwcBdc 

23. (Original) The method ofclaim 21, fiuther comprising: 
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dfitemiining that a data connectioii exists intercoimectmg the premises network and a 

node of the wide-area network; and 
utilizing the dala connection to send the electronic mail message. 

24. (Original) The method of claim 21, further comprising: 
disconnecting from the incoming telq)hone call; 

promptmg a modem to dial a telephone number associated with an Internet Service 

Provider, 

recognizing that a connection exists with the Internet Service Providej; and 
utilizing the connection to send the electronic nxail message. 

25. (Original) The method of claim 21, wherein the audio file has a format selected ftom 
the group consisting of a .WAV ffle, an MP3 file, a .MIDI file, and a .AU file. 

26. (Original) The method of claim 21, ftirther comprising addressing the electronic mail 
message to more than one intended recipient 

27. (Original) The method of claim 21, further comprising attaching a second file to the 
electronic mail message comprising non-audio information communicated by the calling party. 

28. (Canceled), 

29. CPreviously Presented) A computer-readable medium having computer-readable 
data to answer an incoming telephone caU from a calling party, to play a pre-recorded message 
that prompts the calling party to leave a message, to record a voice message from Ae calling 
party, to compose an electronic mail message in response to the voice message, to attach an 
audio file representing the voice message to the electronic mail message, and to initiate sending 
of the electronic mail message; wha-ein the incoming telephone call comprises a Voice over 
Intemet Protocol call. 

30. (Previously Presented) Tlie computer-readable medium of claim 29 wherein the 
audio file is encoded in an uuencoded text format. 
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IX. EVIDENCE APPENDIX (37 C.F.R. § 4137(c)(l)(ix)) 

(N/A) 

X. RELATED PROCEEDINGS APPENDIX (37 CJPJL § 4137(cXl)(x)) 

(N/A) 

XL CONCLUSION 

For at least the above reasons, all of the pending claims are allowable and a notice 
of allowance is coxiiteously solicited. Please direct any questions or conxraents to the 
undersigned attorney at the address indicated. Appellant respectfully requests 
reconsideration and alloiivance of all claims and that this patent apjplicafiODi be passed to 
issue. 



Respectfully submitted, 

Jeffrey Tolei; Reg. No. 38,342 
Attorn^ for AppellantCs) 
TOLER SCHAFFER, L.LJ>. 
5000 Plaza On The Lake, Suite 265 
Austin, Tescas 78746 
(512) 327-5515 (phone) 
(512) 327-5575 (fex) 
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